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DETAILED ACTION 

1 . This action is responsive to application communication filed on 1/22/2004. 

2. Claims 1-20 are pending in the case. Claims 1 and 11 are independent claims. 

Drawings 

3. Figure 1 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

4. Claims 1-20 are objected to because of the following informalities: 

Claims 1, 2, 6, 9-12, 16, 19 and 20: 

Claims 1, 2, 6, 9-12, 16, 19 and 20 do not have periods at the end of the 
sentence to properly conclude the claims. See MPEP 608.01 . 
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Claims 6 and 16: 

Claims 6 and 16 recite the phrase "should this be the case" in line 3, which 
should be omitted to clearly point out the subject matter in the claim. 

Claims 8 and 18: 

Claims 8 and 18 recite the phrase "further the icon" which appears to be a 
grammatical error. 

Claims 2-10 and 12-20: 

Dependent claims 2-10 and 12-20 are objected for fully incorporating the 
deficiencies of their respective base claims. 

Appropriate corrections are required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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Claims 1 and 11: 

Independent claims 1 and 1 1 recite the phrase "the first object". There is 
insufficient antecedent basis for this limitation in the claims because the phrase has not 
been previously recited within the respective independent claims. 

Independent claims 1 and 1 1 recite the phrase "said list of attached objects". 
There is insufficient antecedent basis for this limitation in the claims because the phrase 
has not been previously recited within the respective independent claims. 

Claims 2 and 12: 

Claims 2 and 12 recite the phrase "the mode". There is insufficient antecedent 
basis for this limitation in the claims because the phrase has not been previously recited 
in their respective base claims. 

Claims 2 and 12 recite the phrases "the mode", "the interface", "the interact" 
and "the drag-and-drop tool". There is insufficient antecedent basis for this limitation 
in the claims because the phrase has not been previously recited in their respective 
base claims. 

Claims 2 and 12, recite the phrase "deleting or rotating an image", which 
renders the claims as indefinite because it is unclear whether the phrase in parenthesis 
is part of the claimed invention. 
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Claims 2, 9, 10, 12, 19 and 20: 

As per claims 2, 9, 10, 12, 19 and 20, the phrase "for example" renders the 
claims indefinite because it is unclear whether the limitation(s) following the phrase are 
part of the claimed invention. See MPEP § 2173.05(d). 

Claims 3 and 13: 

Claims 3 and 13 recite the phrase "the left-most position". There is insufficient 
antecedent basis for this limitation in the claims because the phrase has not been 
previously recited in their respective base claims. 

Claims 3, 4, 5, 7, 13, 14, 15 and 17: 

Claims 3, 4, 5, 7, 13, 14, 15 and 17 recite the phrase "the set of icons". There 
is insufficient antecedent basis for this limitation in the claims because the phrase has 
not been previously recited in their respective base claims. 

Claims 4 and 14: 

Claims 4 and 14 recite the phrase "the top-most position". There is insufficient 
antecedent basis for this limitation in the claims because the phrase has not been 
previously recited in their respective base claims. 
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Claims 5 and 15: 

Claims 5 and 15, recite the phrase "the number". There is insufficient 
antecedent basis for this limitation in the claims because the phrase has not been 
previously recited in their respective base claims. 

Claims 6 and 16: 

Claims 6 and 16, recite the phrases "the final object", "the fixed-size list of 
icons" and "the case". There is insufficient antecedent basis for this limitation in the 
claims because the phrase has not been previously recited in their respective base 
claims. 

Claims 6 and 16, recite the pronoun "it", which renders the claims as indefinite 
because what is being referred to as "it" is not set forth in the claim. 

Claims 7 and 17: 

Claims 7 and 17, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Claims 7 and 17 recite the phrases "the mouse wheel", "the first position" 
"the last position", and "the displayed list of icons". There is insufficient 
antecedent basis for this limitation in the claims because the phrase has not been 
previously recited in their respective base claims. 
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Claims 10 and 20: 

Claims 10 and 20 recite the phrases "the intent", "the first item". There is 
insufficient antecedent basis for this limitation in the claims because the phrase has not 
been previously recited in their respective base claims. 

Claims 2-10 and 12-20: 

Dependent claims 2-10 and 12-20 are rejected for fully incorporating the 
deficiencies of their respective base claims. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-5, 7-15 and 17-20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Magid et al. ("Magid"), U.S. Patent No. 5,764,873. 

Claim 1: 

Magid teaches detecting a user action of dragging one or more objects from an 
external source over said display using a mouse ("input device") (see col. 7 lines 52-67 
thru col. 8 lines 1-6). (claim 1; i.e., Detecting the user action of dragging one or 
more objects from an external source over said display using said input device) , 
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Magid teaches displaying a drag set of icons attached to the mouse course 
representing all of said dragged objects (see col. 6 lines 49-56). (claim 1; i.e., While at 
least one said object remains undropped, continuing to execute the following 
actions: a) Displaying a set of visual representations of said objects proximal to 
current position of said cursor representing a subset or all of said dragged 
objects,) 

Magid teaches detecting the user's intention to drop an object and processing the 
dropping of the first object in the drag set of icons ("list of attached objects") (see col. 9 
lines 11-12 and lines 23-30). (claim 1; i.e., b) When the user's intention to drop an 
object is detected, executing the following actions: b1) Processing the dropping 
of the first object in the said list of attached objects) 

Magid teaches the drag set of icons (" visual representations") to be attached to 
the mouse until the user exits from the drag and drop operation (see col. 6 lines 49-56, 
col. 7 lines 14-20). (claim 1; i.e., b2) Removing the said representation of said 
dropped object from said set visual representations attached to said cursor) 
Examiner interprets the drag set of icons to be capable of being a list of only one object 
(see col. 7 lines 64-65). Therefore, when the first and only object is dropped, the drag 
set of icons are removed and no longer attached to the mouse. 

Claim 2: 

Magid teaches escaping ("abort") and re-entering the mode of dropping multiple 
objects (see col. 7 lines 1-10). (claim 2; i.e., wherein the user is able to abort or 
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temporarily leave and re-enter the mode of dropping multiple objects, said 
method comprising Signaling the intent to temporarily exit drag-and-drop mode) 

Magid teaches doing other intermediate steps ("work") in the interface (see col. 1 
lines 56-58). (claim 2; i.e., Doing other work in the interface) 

Magid teaches the ability to signal the intent to re-enter drag-and-drop mode to 
continue to interact with the drag-and-drop tool (see col. 6 lines 35-42). (claim 2; i.e., 
Signaling the intent to re-enter drag-and-drop mode Continuing the interact with 
the drag-and-drop tool) 

Claim 3: 

Magid teaches the drag set of icons to be arranged subsequent order during a 
first pass (see col. 8 lines 52-65). (claim 3; i.e., wherein the set of icons are further 
arranged in a regular row extending from the right of the cursor position and 
sorted by selection order with the icon representing the next object to be dropped 
at the left-most position.) Examiner interprets the drag set of icons to be capable of 
being a set with only one icon (see col. 7 lines 64-65). Therefore, the one icon of the set 
is interpreted to be a regular row of only one icon and the icon being the next object to 
be dropped since the icon is the only one of the set. 

Claim 4: 

Magid teaches the drag set of icons to be arranged subsequent order during a 
first pass (see col. 8 lines 52-65). (claim 1 ; i.e., wherein the set of icons are further 
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arranged in a regular column extending down from the cursor position and sorted 
by selection order with the icon representing the next object to be dropped at the 
top-most position.) Examiner interprets the drag set of icons to be capable of being a 
set with only one icon (see col.7 lines 64-65). Therefore, the one icon of the set is 
interpreted to be a regular column of only one icon and the icon being the next object to 
be dropped since the icon is the only one of the set. 

Claim 5: 

Magid teaches the drag set of icons representing the group ("number") of 
dragged objects remaining (see col. 8 lines 7-10 and lines 52-55). (claim 5; i.e., 
wherein the set of icons representing the dragged objects that are displayed is 
further limited to a fixed number or the number of objects remaining, whichever is 
less.) Examiner interprets the drag set of icons to be the remaining selected objects to 
be dropped. 

Claim 7: 

Magid teaches manipulating the drag set of icons attached to the cursor by 
pressing a set of key strokes to add objects to the drag set of icons to change the 
position of the object within the drag set of icons (see col. 8 lines 52-65). 
(claim 7; i.e., wherein the set of icons attached to the cursor can be further 
manipulated by the user, the method comprising Rolling the mouse wheel or 
pressing a key such as the right arrow key to send the object in the first position 
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within the set of objects attached to the cursor to the last position and refreshing 
the displayed list of icons accordingly) 

(claim 7; i.e., Rolling the mouse wheel in the opposite direction or pressing a key 
such as the left arrow key to send the object in the last position within the set of 
objects attached to the cursor to the first position and refreshing the displayed 
list of icons accordingly.) Examiner interprets an object in the first position to be 
moved to the last position by adding object subsequently to the drag set of icons (see 
col. 8 lines 52-65). Examiner also interprets an object in the last position to be moved in 
the first position by choosing the delete option from the cascade menu to remove an 
object from a drag set of icons (see col. 9 lines 10-22). 

Claim 8: 

Magid teaches object being dropped is an image and the icon representing the 
image ("reduced-resolution version of said image") (see col. 4 lines 39-48, col. 8 lines 7- 
13). (claim 8; i.e., wherein an object being dropped is an image, and further the 
icon representing said image is a reduced-resolution version of said image.) 

Claim 9: 

Magid teaches additional objects can be inserted into the drag set of icons 
attached to the cursor as recited in claim 9 (see col. 8 lines 24-65). 
(claim 9; i.e., wherein additional objects can be inserted into the set of icons 
attached to the cursor, the method comprising Moving the pointing device such 
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that the cursor is positioned over a non-dragged object to be added to the set of 
dragged objects, Detecting the user's intention to insert said non-dragged object 
into the set of dragged objects, for example by pressing and releasing the second 
button on said pointing device Adding a representation of said non-dragged 
object to the set of dragged objects) 

Claim 10: 

Magid teaches objects can be removed from the drag set of icons attached to the 
cursor when the object is dropped (see col. 9 lines 11-12 and lines 23-30). 
(claim 10; i.e., wherein objects can be removed from the set of icons attached to 
the cursor, the method comprising Signaling the intent to remove the first item 
from the list) Examiner interprets the drag set of icons to be capable of being a list of 
only one object (see col. 7 lines 64-65). Therefore, when the only object is the first item 
dropped from the drag set of icons. 

Claims 11-15 and 17-20: 

Claims 11, 12, 13, 14, 15, 17, 18, 19 and 20 include a program embodied on a 
computer readable medium to implement the steps that are substantially encompassed 
in method claims 1 , 2, 3, 4, 5, 7, 8, 9 and 10 respectively; therefore the claims are 
rejected under the same rationale as method claims 1, 2, 3, 4, 5, 7, 8, 9 and 10 above. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 6 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Magid as cited above in view of Ryzhov, U.S. Published Application No. 
2003/0107601 A1. 

Claim 6: 

Magid fails to expressly teach applying an alpha gradient for transparency or 
appending an icon indicating the presence of additional but unseen icons. 

However, Ryzhov teaches allowing a drag image to appear semi-transparent, 
(see abstract, par. 21). (claim 6; i.e., wherein the final object in the set of icons 
representing the dragged objects is further modified to indicate that additional 
files remain to be dropped beyond those that are visible in the fixed-size list of 
icons, should this be the case, the method comprising one of Applying an alpha 
gradient to a thumbnail such that it fades to transparency) 

It would have been obvious to one of ordinary skill in the art the time the 
invention was made to modify the drag set of icons as taught by Magid to include a 
semi-transparency as taught by Ryzhov to provide the benefit of achieving a better 
visual effect during a drag and drop operation (see Ryzhov; abstract). 
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Claim 16: 

Claim 16 includes a program embodied on a computer readable medium to 
implement the steps that are substantially encompassed in method claim 6; therefore 
the claim is rejected under the same rationale as method claim 6 above. 



Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Henry Orr whose telephone number is (571 ) 270 1308. 
The examiner can normally be reached on Monday thru Friday 8 to 4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Hutton can be reached on (571) 272-4137. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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